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The MAILING DATE of this communication app ars on the cover she t with the correspond nee address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 15 May 2003 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-23 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) EJ Claim(s) 1-23 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) S The drawing(s) filed on 15 May 2003 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 


U.S. Patent and Trademark Office 
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DETAILED ACTION 
Claim Rejections - 35 USC §103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1, 2, 6, 7, 18, 19, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hillman et al. (5,164,598) in view of Prevost et al. (5,466,384). 

As to claim 1, Hillman discloses a capillary flow device and method comprising: 

a) providing an apparatus comprising: 

a sample chamber comprising: two containment walls, at least one of them transparent for optical 
examination (for optical examination, col. 15, lines 10-45); at least one wall for holding said 
containment walls at a distance, and enclosing an interior space, a sample entrance into the first 
compartment; a means for venting the sample chamber during filling (Fig. 2a). Hillman is silent 
concerning a separation wall comprising channels. Hillman does teach using filtration 
techniques within the chamber (col. 9, lines 30-40). Prevost in a device for carrying out filtration 
teaches a filtering wall for selective filtration (col. 1, lines 35-40). Therefore, it would be 
obvious to one skilled in the art to have the sample chamber comprise a filtering wall for 
selective filtration. As for channels, it would have been obvious to one skilled in the art at the 
time the invention was made that the filtering wall comprises a plurality of channels in order to 
allow unfiltered constituents and fluid unhampered by the filtering to transit the filtering wall. 

b) depositing a liquid sample into the sample entrance of said sample chamber 
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c) allowing the sample to flow from the sample entrance into the first compartment 

d) allowing the sample to advance to the separation wall and the separation channels therein (in 
view of Prevost above) 

e) allowing the sample to advance through the separation wall and the first and second separation 
channels 

f) allowing the sample to continue to advance until it reaches and stops at the end of the sample 
chamber 

g) obtaining a liquid sample having decreased cellular or particulate concentration (in view of 
Prevost above) 

(col. 19, lines 40-67; col. 20, lines 1-20 of Hillman). 

As to claim 2, Hillman in view of Prevost discloses everything as above (see claim 1). 
In addition, Hillman discloses the sample is blood (col. 4, lines 25-30). 

As to claims 6, 7, 19, and 20 Hillman in view of Prevost discloses everything as above 
(see claim 1). They are silent concerning the specific dimensional limitations as claimed by 
applicant. It would have been an obvious matter of design choice to have the first and second 
channels and first and second compartments comprise the specific dimensions as claimed by 
applicant since such a modification would have involved a mere change in the size of a 
component. A change in size is generally recognized as being within the level of ordinary skill in 
the art. In re Rose, 105 USPQ 237 (CCPA 1955). 

As to claim 18, Hillman in view of Prevost discloses everything as above (see claim 1). They 
are silent as to the sizes of compartments in relation to each other. It would have been an 
obvious matter of design choice to have the second compartment smaller than the first 
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compartment since such a modification would have involved a mere change in the size of a 
component. A change in size is generally recognized as being within the level of ordinary skill in 
the art. In re Rose, 105 USPQ 237 (CCPA 1955). 

3. Claims 10, 12, 14, and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hillman et al. (5,164,598) in view of Prevost et al. (5,466,384) and in evidence of 
Wilding et al. (5,635,358) 

As to claims 10 and 12, Hillman in view of Prevost discloses everything as above (see 
claim 1). In addition, Hillman discloses notches, vanes, in the embodiment of Fig. lb for 
causing turbulence (Fig. lb; col. 19 lines 10-20). And Wilding teaches in a fluid handling 
method of using notches, piercing protrusions, in a cell lyses chamber (col. 8, lines 55-65). 
Therefore, it would be obvious to one skilled in the art at the time the invention was made to 
have the interior space or the first compartment of the sample chamber of Hillman' s embodiment 
of Fig. 2a comprise a plurality of notches for producing turbulence. 

As to claims 14 and 16, Hillman in view of Prevost and in evidence of Wilding discloses 
everything as above (see claims 10 and 12). In addition, Hillman and Wilding discloses the 
sample flowing past the notches (Fig. lb, col. 19, lines 10-20 of Hillman; Fig. 1, col. 8, lines 55- 
65 of Wilding). 

4. Claims 3, 5, 8, 9, 21, 22, and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hillman et al. (5,164,598) in view of Prevost et al. (5,466,384) and further in 
view of Mansky et al. (6,477,479). 

As to claim 3, Hillman in view of Prevost discloses everything as above (see claim 1). 
However, they are silent concerning a moat. Mansky in a method of material characterization 
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teaches providing a moat surrounding a sample support for thermal isolation (col. 16, lines 25- 
30). Therefore, it would be obvious to one skilled in the art at the time the invention was made 
to have a moat surrounding the sample chamber to provide thermal isolation. 

As to claim 5, Hillman in view of Prevost and Mansky discloses everything as above (see 
claim 3). In addition, Hillman discloses the sample is blood (col. 4, lines 25-30). 

As to claims 8, 9, 22, and 23 Hillman in view of Prevost and further in view of Mansky 
discloses everything as above (see claim 3). They are silent concerning the specific dimensional 
limitations as claimed by applicant. It would have been an obvious matter of design choice to 
have the first and second channels and first and second compartments comprise the specific 
dimensions as claimed by applicant since such a modification would have involved a mere 
change in the size of a component. A change in size is generally recognized as being within the 
level of ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 

As to claim 21, Hillman in view of Prevost and further in view of Mansky discloses 
everything as above (see claim 3). They are silent as to the sizes of compartments in relation to 
each other. It would have been an obvious matter of design choice to have the second 
compartment smaller than the first compartment since such a modification would have involved 
a mere change in the size of a component. A change in size is generally recognized as being 
within the level of ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 
5. Claims 11, 13, 15, and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hillman et al. (5,164,598) in view of Prevost et ah (5,466,384) and further in view of 
Mansky et ah (6,477,479) and in evidence of Wilding et ah (5,635,358). 


Application/Control Number: 09/671,524 Page 6 

Art Unit: 2877 

As to claims 11 and 13, Hillman in view of Prevost and further in view of Mansky 
discloses everything as above (see claim 3). In addition, Hillman discloses notches, vanes, in the 
embodiment of Fig. lb for causing turbulence (Fig. lb; col. 19 lines 10-20). And Wilding 
teaches in a fluid handling method of using notches, piercing protrusions, in a cell lyses chamber 
(col. 8, lines 55-65). Therefore, it would be obvious to one skilled in the art at the time the 
invention was made to have the interior space or the first compartment of the sample chamber of 
Hillman' s embodiment of Fig. 2a comprise a plurality of notches for producing turbulence. 

As to claims 15 and 17, Hillman in view of Prevost and further in view of Mansky and in 
evidence of Wilding discloses everything as above (see claims 11 and 13). In addition, Hillman 
and Wilding discloses the sample flowing past the notches (Fig. lb, col. 19, lines 10-20 of 
Hillman; Fig. 1, col. 8, lines 55-65 of Wilding). 

6. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hillman et al. 
(5,164,598) in view of Prevost et al. (5,466,384) and further in view of Mansky et al. 
(6,477,479) and further in view of Yassinzadeh et al. (5,700,695). 

As to claim 4, Hillman in view of Prevost and further in view of Mansky discloses 
everything as above (see claim 3). However, they are silent concerning the moat comprising a 
capillary stop. Yassinzadeh in a sample collection and manipulation method teaches using 
capillary stops to impede capillary flow (col. 1, lines 20-25). Therefore, it would have been 
obvious to one skilled in the art at the time the invention was made to have the moat comprise a 
capillary stop in order to impede capillary flow. 
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Response to Arguments 
7. Applicant's arguments filed May 15, 2003 have been fully considered but they are not 
persuasive. In regards to the argument on page 3 of the Remarks (fourth paragraph), Hillman 
does aim to totally remove particles; however, the limitation claimed is "obtaining a liquid 
sample having decreased cellular or particulate concentration " A total removal does obtain a 
liquid sample having decreased cellular or particulate concentration. In addition, as for the 
referral to the "two different types of channels" on page 4 of the Remarks, Hillman in view of 
Prevost teaches a filtration wall, a porous wall allowing selective filtration (col. 1, lines 33-35 of 
Prevost). It would have been obvious to one skilled in the art at the time the invention was made 
that the filtering wall comprised a plurality of channels, pores, in order to allow unfiltered 
constituents and fluid unhampered by the filtering to transit the filtering wall. The claimed 
limitation is "a separation wall comprising at least a first separation channel and a second 
separation channel" which would include a plurality of channels, pores. And on the lines 1-2 of 
page 5 of the Remarks, stating that Hillman in view of Prevost does not teach obtaining a 
monolayer of particles behind said separation wall, "the obtaining a monolayer of particles 
behind said separation wall" is not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the 
claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

As for paragraphs 2 and 3 of page 5 of the Remarks in regards to Hillman 5 s notches for 
causing turbulence and Wilding using notches for filtering. However, applicant's mentioning of 
the notches "to obtain a more laminar flow of the liquid sample" or "to even out" the flow front 
are not claimed limitations. Although the claims are interpreted in light of the specification, 
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limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26USPQ2d 1057 (Fed. Cir. 1993). 

With paragraph 4 of page 5 of the Remarks in regards to Mansky, applicant mentions that 
Mansky has a moat to provide thermal insulation; whereas, the moat of the applicant's invention 
is provided for totally different purpose. Again, the purpose of the moat in the applicant's 
invention is not claimed. Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26USPQ2d 1057 (Fed. Cir. 1993). 

With regards to the capillary stops and the Yassinzadeh reference (page 6 of 
Remarks), the capillary stops are used to impede flow (col. 1, lines 20-25 of Yassinzadeh). In 
regards, to the capillary stops of Yassinzadeh having no specific structures disclosed, no specific 
structure for the capillary stops are claimed. Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re Van 
Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

In regards to the 35 U.S.C. 1 12 second paragraph rejections of claims 6-9, 19, 20, 22, and 
23 in the last action, due to the amendment of May 15, 2003 of the claims 6-9, 19, 20, 22, and 23 
the rejection of the claims under 35 U.S.C. 1 12 second paragraph has been overcome and 
therefore withdrawn. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1. 136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Fax/T elephone Numbers 
If the applicant wishes to send a fax dealing with either a proposed amendment or a 
discussion with a phone interview, then the fax should: 

1) Contain either a statement "DRAFT" or "PROPOSED AMENDMENT" on the fax 
cover sheet; and 

2) Should be unsigned by the attorney or agent. 

This will ensure that it will not be entered into the case and will be forwarded to the examiner as 
quickly as possible. 

Papers related to the application may be submitted to Group 2800 by Fax transmission. 
Papers should be faxed to Group 2800 via the PTO Fax machine located in Crystal Plaza 4. The 
form of such papers must conform to the notice published in the Official Gazette, 1096 OG 30 
(November 15, 1989). The CP4 Fax Machine number is: (703) 308-7722 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Gordon J, Stock whose telephone number is (703) 305-4787. 
The examiner can normally be reached on Monday-Friday, 10:00 a.m. - 6:30 p.m. 

Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is (703) 308-0956. 
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